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REMARKS 

The present remarks are in response to the final Office Action dated January 3, 
2008, in which the Office Action issued a rejection of claims 21-32, 34-36 and 38-40. In this 
response, Applicant has amended the claims, responds to the present Office Action with 
detailed comments to overcome the rejections, submits the requested Substitute 
Specification, and respectfully requests that the pending claims be placed in a state of 
allowance. No new matter has been added. 

A. Priority 

Firstly, Applicant would like to thank the Examiner for his help in assisting on the 
Priority matters. With respect to underlying "parent" utility patent application 09/899,559 
having a filing date of July 5, 2001 , the Applicant respectfully submits that Applicant has 
satisfied the requirements of 37 CFR 1 .78 a(2). The Applicant respectfully submits that in 
the Utility Patent Application Transmittal the Applicant identified the parent patent 
application 09/899,559 and the currently filed patent application as a "Continuation." The 
Utility Patent Application Transmittal was submitted on the filing date of the Continuation 
application, namely, October 8, 2003. 

The Examiner acknowledges such filing, however, states "this is not an acceptable 
benefit claim since claim for priority lacked timely filing of application data sheet or requisite 
information in first paragraph of specification below title as required by 37 CFR 1.78. Since 
cited benefit is not timely filed as noted, priority remains filing of instant application of 
October 8, 2003." Applicant respectfully disagrees for the reasons provided herein. 

Firstly, 37 CFR 1.78 a(2)i states "any nonprovisional application ... claiming the 
benefit of one or more prior-filed copending nonprovisional applications ... must contain ... a 
reference to each prior-filed application, identifying it by application number ... and 
indicating the relationship of the application." Applicant respectfully submits that Applicant 
has satisfied this requirement with writing in the Utility Patent Application Transmittal as 
indicated above and as recognized by the Examiner. 

Secondly, 37 CFR 1 .78 a(2)ii states "[tjhis reference must be submitted during the 
pendency of the later filed application." Again, Applicant indicated/submitted this reference 
during pendency of the later filed application as indicated by the Utility Patent Application 
Transmittal. Please note that this paragraph does provide deadlines, however, there is no 
requirement in this section that there needs to be a submission in the first paragraph of the 
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Specification or in the Data sheet. Applicant interprets this rule to mean that the reference 
must be submitted during pendency of the later-filed application, and Applicant has satisfied 
this requirement. 

Thirdly, 37 CFR 1.78 a(2)iii states "[i]f the later-filed application is a nonprovisional 
application ... the specification must contain or be amended to contain such reference in the 
first sentences following the title." Applicant respectfully submits that Applicant is satisfying 
this requirement with the Substitute Specification that is submitted herewith. 

Fourthly, 37 CFR 1 .78 a(2) iv is directed to "continued prosecution application" 
(CPA), which was effective eliminated on July 14, 2003 and is therefore inapplicable. 

In summary, Applicant respectfully submits that Applicant has met the requirements 
for claiming the benefit of earlier filing date of July 5, 2001 that claims the benefit of "parent" 
patent application 09/899,559. 

Regardless, in view of discussions with the Examiner, the Applicant expects to file 
the appropriate Petition in the near-term, and in parallel to the continued prosecution of this 
case. 

B. Specification 

The Abstract has been amended as indicated by the Examiner in the Substitute 
Specification submitted herewith. Additionally, the Substitute Specification without the 
claims is submitted herewith. The Substitute Specifications contain no new matter. 
There are two Substitute Specifications submitted herewith, one with markings and one 
without markings as requested by the Examiner. Again, no new matter has been added. 

C. Anticipation Rejections (35 U.S.C. IS 102) 

The Examiner has rejected claims 21-25, 35-36 and 38 under 35 USC 102(e) as 
being anticipated by US Patent 6,719,631 issued to Tulley, hereinafter referred to as 
"Tulley." 

Firstly, Applicant respectfully disagrees that Tulley teaches every element of the 
Applicant's claim including inter alia "a gaming server configured to generate a random 
game output that associates the random game output to a particular video stream that is 
communicated to the first wireless network access device." With respect to this limitation, 
the Examiner references Tulley and cites to col. 4: lines 37-54, col. 6: lines 20-23 and lines 
26-61, col. 7: lines 26-34, col. 8: lines 18-22, and col. 8: line 30 through col. 9: line 7. 
Applicant proceeds to analyze each section below. 
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With respect to col. 4: lines 37-54, Tulley describes a "remote Web-based game 
system" and describes "three cherries" displayed on the electronic slot machine. No 
reference is made to a video stream. 

With respect to col. 6: lines 20-23 and lines 26-61, Tulley describes a controller 300 
that may initiate a random number generator. Additionally, the controller 300 may receive a 
set of predetermined event results from the event result server. Furthermore, the controller 
300 transmits a set of "event results" to the player device 200. The controller 300 in Tulley 
is a web-based controller, e.g. server, through the Internet. See Tulley, col. 5: lines 1-13. 
The "event result" in Tulley is defined in the first paragraph of the Description, where it states 
that an "event result" is part of an "event" and the "event" may be any representation that is 
directly or indirectly indicated to a player. Thus, event and event result are defined very 
broadly to refer to any representation that is directly or indirectly indicated to a player. 

TheMPEP at 2131 states: 

A claim is anticipated only if each and every element as set forth in the claim is 
found, either expressly or inherently described, in a single prior art reference. 
Verdegaal Bros. v. Union Oil Co. of California, 814 F.2d 628, 631, 2 USPQ2d 1051, 
1053 (Fed. Cir. 1987). 

To provide further clarification the MPEP at 2131 states: 

The identical invention must be shown in as complete detail as is contained in the 
... claim. Richardson v. Suzuki Motor Co., 868 F.2d 1226, 1236, 9 USPQ2d 1913, 
1920 (Fed. Cir. 1989) 

Thus, each element as set forth in the claim must be taught, and the level of detail as in 
Applicant's claim must be shown in the cited reference. Additionally, the elements must be 
arranged as required in the claim. 

Simply put, the "event result" or "event" in Tulley would be true of every gaming 
machine or gaming system, and this is not claimed by Applicant. In fact, Applicant is 
claiming "a gaming server configured to generate a random game output that associates the 
random game output to a particular w'deo stream that is communicated to the first wireless 
network access device." Again, the video stream is not taught by Tulley in col. 6: lines 20- 
23 and lines 26-61. 

With respect to col. 7: lines 26-34, Tulley describes the player device 200 that has a 
communication port 220 that may be used to communicate with an event result server 100 
and the controller 300. Again, no reference is made to "a gaming server configured to 
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generate a random game output that associates the random game output to a particular 
video stream that is communicated to the first wireless network access device." 

With respect to col. 8: lines 18-22, Tulley references Figure 12 and describes an 
embodiment wherein the player device is a PDA 202, and the PDA includes a display that 
may be used to display one or more event results. Again, Applicant submits that the 
definition by Tulley of "event results" is overbroad and does not describe "a gaming server 
configured to generate a random game output that associates the random game output to a 
particular video stream that is communicated to the first wireless network access device" 
with the requisite level of detail required for an anticipation rejection. 

With respect to col. 8: line 20 through col. 9: line 7, Tulley describes the controller 
300 in relation to the event result server 100. The paragraph starting at col. 8: line 35 
describes the hardware for the controller 300. The next paragraph describes storage device 
330. The storage device 330 stores a program 315 that controls the processor 310. Again 
no reference is made to the controller performing the operations of gaming server wherein 
"a gaming server configured to generate a random game output that associates the random 
game output to a particular video stream that is communicated to the first wireless network 
access device." 

Most compelling about Tulley is that the one of the paragraphs cited by the Examiner 
actually limits Tulley. At Figure 12, the output device 252 that is identified as being "a 
portion of the display screen" that may be used to display one or more event results to a 
player. See col. 8: lines 18-23. The illustrative "event results" in col. 17: lines 36-40 are 
event payout amounts in dollars: 0, 0, 20, 0, 0, 5, 0, 0, 10, and 0. Thus, only dollar amounts 
are displayed on the output device. Further still, a string search of the term "video stream" in 
Tulley revealed no such reference. 

D. Claim Amendments 

Although Applicant disagrees with the Examiner's grounds for a 102 rejection for 
claims 21-25, 35-36, and 38 under 35 USC 102(e), the Applicant has elected to amend the 
claims to expedite the prosecution of this particular continuation application. Applicant 
reserves the right to argue the merits of this case with a different claim set at a different time 
in the context of a different continuation or continuation-in-part patent application. 

With respect to independent claim 21 , the Applicant has included a new limitation, 
namely, a video server that stores a plurality of images corresponding to at least one 
particular game outcome. The video server is shown In Figure 2, Figure 4, Paragraph 
[0036] and [0080] of the Published Patent Application. 
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Additionally, independent claim 21 has been amended to include the "gaming server 
configured to generate a random game output that associates the random game output with 
at least one particular game outcome, said gaming server configured to communicate the 
plurality of images corresponding to the particular game outcome to the first wireless 
network access device. The reference to game "outcome" and "images" is made inter alia in 
Paragraph [0036], [0078], [0079], [0080], [0081], [0082], [0111], [0112], [0115], [0116], 
[0117], [0121], [0125], [0126], [0127], [0128] and [0129]. 

With respect to independent claim 28, the Applicant has included an additional 
limitation, namely, an encoder that configures the group of animated images as a video 
stream that is received bv the wireless network device. There are two different encoders 
that are shown in Figure 7, namely, IP encoder 96 and MPEG encoder 98. Reference to 
the encoder is made inter alia in Paragraphs [0036], [0080], [0081], [0082]. Reference to a 
"video", "video stream" or "streaming video" is made at block 216, block 218, block 228, 
block 230, and block 232 of Figure 1 1 . Additionally, support for the term "video," "video 
stream" or "streaming video" is provided inter alia at Paragraphs [0036], [0080] and the 
Paragraphs [0114], [0115], [0116], [0017]. 

With respect to independent claim 35, the Applicant has included the following 
amendments, namely, associating the random game output with a particular game outcome: 
storing a plurality of images corresponding to a plurality of game outcomes on a video 
server: associating the particular game outcome with a plurality of corresponding images; 
and communicating the plurality of corresponding images to the wireless network access 
device. Support for these claim elements is provided in Figures 8 through Figure 1 1 , and 
the supporting text. 

Applicant respectfully submits that these claim elements are simply not taught by 
Tulley and overcome the Examiner's 102 rejection. 

E. Cancelled Claims 

The Applicant has cancelled dependent claims 26, 30, and 39 directed to the use of 
a biometric for two-factor authentication. 

F. Obviousness Rejections (35 U.S.C. § 103) 

The Examiner has rejected claims 26-27 and 39-40 under 35 U.S.C. §1 03(a) as 
being unpatentable over Tulley in view of Bradford or Schneier '382. Firstly, Applicant 
respectfully submits that Tulley is inapplicable. Secondly, in view of Applicant's amended 
claims, neither Tulley, Bradford, Schneier '382, or the combination thereof teach the new 

Page 12 of 65 



Application Serial No.: 10/681,034 



Attorney Docket No.: KERR 01.03 



limitations, namely, a video server that stores a plurality of images corresponding to at least 
one particular game outcome, and the gaming server configured to generate a random 
game output that associates the random game output with at least one particular game 
outcome , said gaming server configured to communicate the plurality of images 
corresponding to the particular game outcome to the first wireless network access device. 

The Examiner has rejected claims 28-29 under 35 USC 103(a) as being 
unpatentable over Tulley in view of Xidos (59511 49). Again, Applicant submits that Tulley is 
not on point as discussed above. Additionally, Applicant's recent amendments include 
limitations directed to a video server that stores a plurality of different animated images. 
wherein each group of images corresponds to a particular game outcome: a gaming server 
configured to generate a random game output that associates the random game output for 
one of the wireless network access devices with at least one particular game outcome and 
the corresponding group of animated images, said gaming server configured to be 
accessible by the wireless network access device after verifying each wireless network 
device is a secure device, and after verifying the user has registered : and an encoder that 
configures the group of animated images as a video stream that is received by the wireless 
network device. This combination is not taught or suggested by Tulley or Xidos, and it 
would not have been obvious to one of ordinary skill in the art. 

G. The Examiner's Response To Arguments 

Firstly, the Applicant would like to thank the Examiner for his detailed analysis and 
review of the prior art. 

Secondly, the Applicant respectfully submits that underlying "parent" utility patent 
application 09/899,559 having a filing date of July 5, 2001, has satisfied the requirements of 
37 CFR 1 .78 a(2). Regardless, the Applicant anticipates filing the appropriate Petition as 
indicated by the Examiner. 

Thirdly, Applicant disagrees with the Examiner's argument that Applicant fails to 
consider breadth of claim language for "random game output that is associated with a 
particular video stream." Applicant has provided supporting arguments and case law above. 

Fourthly, even though the Applicant disagrees with the Examiner's interpretation of 
the Applicant's prior claims, the Applicant has amended the claims. More particularly, the 
Examiner has referenced case law that states apparatus claims must be distinguished from 
the prior art based on structure rather than function. As a result, claim 21 has been 
amended to include a new structural limitation, namely, a video server elements has been 
included and the interaction between the video server element and the game server has 
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also been claimed. With respect to independent claim 28, the Applicant has added yet 
another structural limitation, namely, an encoder that configures a group of animated images 
as a video stream. Thus, Applicant has made a bona fide attempt to advance the 
application. 

Fifthly, Applicant respectfully submits that Applicant is not acting as his own 
lexicographer regarding the term of art "video stream." Applicant submits that the term 
"video stream" is well-known and the Examiner's own reference Xidos '149 makes a passing 
reference to "video stream" in col. 29: line 48, in col. 36: line 19, and in col. 37: line 7. 

Although Xidos does make a reference to "video stream" and "video server," 
Applicant respectfully submits that there is no teaching in Xidos or in any of the cited 
references that teaches or motivates a person with ordinary skill in the art to inter alia 
provide a video server that stores a plurality of images corresponding to at least one 
particular game outcome: and a gaming server configured to generate a random game 
output that associates the random game output with at least one particular game outcome, 
said gaming server configured to communicate the plurality of images corresponding to the 
particular game outcome to the wireless network access device, wherein the gaming server 
is configured to be accessible by the wireless network access device after verifying the 
wireless network device is a secure device, and after verifying the user has registered. 

Finally, Applicant was informed that Applicant's previous arguments fail to comply 
with 37 CFR 1.111 (b). See Page 8 of the Examiner's last action. The Applicant 
respectfully disagrees because by the Examiner's recent use of Tulley as a primary 
reference. Thus, the Applicant's reply was a bona fide attempt to advance the application to 
final action. Additionally, in the previous RCE and Office Action response the Applicant 
stated: 

The Examiner has rejected claims 23, 32-33, 34 and 37 on obviousness 
grounds. Applicant respectfully submits that Applicant has overcome these 
rejections with the recent claim amendments. The prior art cited by the Examiner 
does not teach each element of the amended claimed. The newly amended 
independent claims 21 and 35 each include limitations wherein the game server is 
configured to generate a random game output that associates the random game 
output to a particular video stream that is then communicated to a wireless network 
access device, in which the user has been verified as a registered user AND the 
wireless device is also verified using an IP address. 

Although Schneier in view of Karmarkar are cited for the proposition that 
Karmarkar teaches broadcasting a video stream, Karmarkar simply stands for the 
proposition of broadcasting video of a table game. See Karmarkar at Page 10: lines 
20-48. Here, Applicant is claiming a game server that generates a random game 
output that associates the random game output with a video stream, which is then 
communicated to a wireless device. Nowhere is this limitation taught in Karmarkar 
or in any of the cited prior art. 
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Additionally, with respect to claim 28, Applicant has also included a firewall 
in the verification system that is disposed between the game server and each 
wireless network access device. Simply put, Karmarkar does not teach a firewall. 
Since independent claims 21, 28, and 35 overcome the 35 USC §103 rejections, 
Applicants respectfully request that each of the remaining claims also overcome 
the obviousness rejection by way of their dependencies. See Applicant's RCE, 
Amendments and Response, dated November 2, 2007, page 15. 

Applicant respectfully submits that these arguments provide more that a "general allegation 
that claims define a patentable invention" because they clearly describe the amendments 
and the context of the amendments with respect to the prior art. See CFR 1.111(b). 
Furthermore, the Applicant points out "how the language of the claims patentably distinguish 
them from the prior art" by describing the claim amendments in the first paragraph, and then 
describing the prior art in the context of the claim amendments. Id. These arguments were 
subsequently used by the Examiner and resulted in Tulley being used as a primary 102 and 
103 reference rather than as a secondary 103 reference. 

Applicant had an opportunity to respond to the final action and correct this defect, 
however, the Applicant did not file a timely response. Regardless, the Applicant includes 
the above facts for the record to indicate that the amended claims (in the first RCE) were not 
drawn to the same invention. 



H. Conclusion 

For all the foregoing reasons, allowance of the pending claims is respectfully 
requested. 



Respectfully Submitted; 




Dated: June 3, 2008 Michael A. Kerr 

Reg. No. 42,722 
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